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DETAILED ACTION 

Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), 
which papers have been placed of record in the file. 

information Disclosure Statement 

2. The information disclosure statement submitted on September 9, 2004, 
has been considered by the Examiner and made record in the application file. 

Specification 

3. The title of the invention is not descriptive. A new title is required that is 
clearly indicative of the invention to which the claims are directed. 

The abstract of the disclosure does not commence on a separate sheet in 
accordance with 37 CFR 1 .52(b)(4). A new abstract of the disclosure is required 
and must be presented on a separate sheet, apart from any other text. 

Claim Rejections • 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

5. Claims 1, 6-8, and 10 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Shoji et al. (U.S. Patent # 6,134,448). 

Consider claim 1 , Shoji et al. clearly show and disclose a mobile terminal 
reading on the claimed "specialized mobile terminal" suitable for being used in a 
mobile communication system reading on the claimed "mobile 
telecommunications network" (column 2, lines 64-65) comprising: 

a receiving amplifier 21 and a transmitting amplifier 29 (figure 2), the two 
components reading on the claimed "RF circuit"; the receiving amplifier amplifies 
radio waves from base stations and the transmitting amplifier amplifies the high- 
frequency signal, once the radio waves, then the signal is transmitted from the 
antenna 20 to the base stations located inside the general calling area, reading 
on the claimed "pre-determined functions and exchanging data with said 
network" (column 5, lines 65-67, column 6, lines 7-8 and 28-32); 

a controlling section 25 reading on the claimed "control circuit" which 
stores into a storage section base station identification information and the 
information of the intensity of received electric field as an information pair and 
outputs one or a plurality of information pairs reading on the claimed "associated 
to the RF circuit and able of controlling the functions of the RF circuit and of 
exchanging data measured by said RF circuit with said network through said RF 
circuit" (figure 2, column 6, lines 9-15 and 18-20); 
characterized in that 
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the controlling section reading on the claimed "control circuit" comprises 
control commands able 

of permitting the position managing station (figure 5), which transmits a 
signal to and receives a signal from the mobile terminal via the base stations, 
comprises a mobile terminal calling section 51 for originating a call to the 
wireless mobile terminal reading on the claimed "network to recognize and call 
the specialized terminal" (column 3, lines 4-6, column 4, lines 54-56); and 

with this arrangement, the mobile terminal detects the base station 
identification information and the information of the intensity of electric field of the 
received radio wave from the base station, and then transmits the same to the 
position managing section at the time when receiving the position managing 
station calls reading on the claimed "automatically transmitting to said network on 
reply to said call the data measured in order to determine the position of the 
specialized terminal" (column 4, lines 56-62). 

Consider claim 6, and as applied to claim 1 above, Shoji et al. clearly 
show and disclose a mobile terminal reading on the claimed "specialized mobile 
terminal" characterized in that: 

the wireless mobile terminal comprises an ID detection section 23 for 
detecting base station identification information transmitted from each of the base 
stations reading on the claimed "measuring of cell identifiers", and an intensity of 
electric field measuring section 24 for measuring an intensity of electric field of 
received radio waves from each of the base stations reading on the claimed " 
measuring of electromagnetic field" (column 4, lines 12-18); and in that 
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it also comprises a transmission signal generation section for converting 
one or a plurality of information pairs reading on the claimed "electromagnetic 
field measurements and cell identifiers" into a transmission signal to the base 
station reading on the claimed "transmission of messages or signals containing 
said electromagnetic field measurements and cell identifiers" (figure 2 and 
column 4, lines 19-24). 

Consider claim 7, and as applied to claim 1 above, Shoji et al. clearly 
show and disclose a mobile terminal reading on the claimed "specialized mobile 
terminal" characterized in that the controlling section, reading on the claimed 
"control circuit", comprises at least: 

the controlling section storing in the storage section information pairs 
reading on the claimed "programmable logic; and/or an identification card, which 
can be programmed and associated to said specialized terminal" (figure 2 and 
column 6, lines 8-14) 

Consider claim 8, Shoji et al. clearly show and disclose a positional 
information detecting system capable of specifying the position of a mobile 
terminal with a higher accuracy in a mobile communication system reading on 
the claimed "system for determining the position of mobile terminals comprising a 
mobile telecommunication network " (figure 1 and column 2, lines 61-65) 
comprising 

a positioning managing station which comprises a position calculation 
section for determining the position of the mobile station reading on the claimed 
"having devices able to locate terminals" (column 3, line 4, lines 26-27); and 
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mobile terminal receives base station identification information that is 
periodically transmitted from the base stations, and then the signal from the 
mobile terminal received by base stations is transmitted from an antenna to a 
position managing station from the control station via the communication line 
reading on the claimed "terminals able of exchanging data measured by the 
terminals with said network" (column 5, lines 60-63, column 6, lines 30-35); 
characterized in that 

position managing station (figure 5), which transmits a signal to and 
receives a signal from the mobile terminal via the base stations, comprises a 
mobile terminal calling section 51 for originating a call to the wireless mobile 
terminal reading on the claimed "network comprises devices able to recognize 
and call a mobile specialized terminal and determine the position of the 
specialized terminal" (column 3, lines 4-6, column 4, lines 54-56); and in that 

this arrangement, the mobile terminal detects the base station 
identification information and the information of the intensity of electric field of the 
received radio wave from the base station, and then transmit the same to the 
position managing section at the time when receiving the position managing 
station calls reading on the claimed "specialized terminal is able of automatically 
transmitting to said network in reply to said call the.data measured in order to 
permit said network to determine the position of the specialized terminal" (column 
4, lines 56-62). 

Consider claim 10, Shoji et al. clearly show and disclose a method for 
specifying the position of a mobile terminal with a higher accuracy in a mobile 
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communication system reading on the claimed "method for determine the 
position of a specialized terminal connected to a mobile telecommunication 
network" (column 2, lines 62-65), 
characterized by the following steps 

position managing station demands the information pair of the base 
station from the mobile terminal in order to obtain the current position of the 
mobile terminal reading on the claimed "requesting by a user terminal the 
position of the specialized terminal" (column 8, lines 9-11); 

the position managing station is provided with a mobile terminal calling 
section for originating a call to the mobile terminal reading on the claimed 
"validating through said network the user request, recognizing and calling on the 
basis of said request the specialized terminal" (figure land column 3, lines 33- 
35); and 

the position managing station comprising a position calculation section for 
determining the position of the mobile terminal based on the information pairs 
reading on the claimed "determining the position of the specialized terminal on 
the basis of data measured and sent by said terminal to said network in reply to 
said call" (column 3, lines 26-27). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 
148 USPQ 459 (1966), that are applied for establishing a background for 
determining obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at 
issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering 

patentability of the claims under 35 U.S.C. 103(a), the examiner presumes that 

the subject matter of the various claims was commonly owned at the time any 

inventions covered therein were made absent any evidence to the contrary. 

Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 

and invention dates of each claim that was not commonly owned at the time a 

later invention was made in order for the examiner to consider the applicability of 

35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 

U.S.C. 103(a). 

7. Claims 2, 3 and 9 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Shoji et al. (U.S. Patent # 6,134,448) in view of Singer et al. 
(U.S. Patent #5,485,163). 

Consider claim 2, Shoji et al. clearly show and disclose the claimed 
invention as applied to claim 1 above. 
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Shoji et al., however, does not specifically disclose that the command 
controls of the mobile terminal reading on the claimed "specialized terminal" can 
be activated under direct control of a user terminal connected to the mobile 
communication system reading on the claimed "mobile telecommunications 
network." 

In the same field of endeavor, Singer et al. clearly show and disclose a 
system and method of a portable locator device 4 (PLU) reading on the claimed 
"specialized mobile terminal" in a communications network, reading on the 
claimed "mobile telecommunications network." The PLU is activated either by an 
external signal generated at a remote activation source, such as a subscriber 
reading on the claimed "control circuit can be activated by means of signals 
transmitted by said network to said mobile terminal under direct control of a user 
terminal connected to the network" (figure 1 and column 1, line 64 - column 2, 
line 2). 

Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to allow a subscriber reading on the 
claimed "user terminal" to activate the control commands of the PLU reading on 
the claimed "specialized mobile terminal" as taught by Singer et al. in the 
positional information detecting system of Shoji et al. in order to specify the 
position of the mobile terminal reading on the claimed "specialized mobile 
terminal" with a higher accuracy (Shoji et al., column 2, lines 62-64). 

Consider claim 3, Shoji et al. clearly show and disclose the claimed 
invention as applied to claim 2 above. 
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Shoji et al., however, does not specifically disclose a user terminal to 
activate the mobile terminal reading on the claimed "specialized mobile terminal" 
and that a device identification number is associated to the user terminal. 

In the same field of endeavor, Singer et al. clearly show and disclose that 
the subscriber may be operating a mobile unit 6 reading on the claimed "user 
terminal" which may be a cellular telephone. If the mobile unit, reading on the 
claimed "user terminal," is a cellular phone, then there will be a phone number 
associated with it reading on the claimed "device identification number 
associated to the user terminal" (column 4, lines 36-40). Once activated, the 
PLU, reading on the claimed "specialized mobile terminal," transmits a location 
signal, which is received by one or more network service nodes which then 
forward the information along with identifying node information to a network 
location processor, and the determined location is forwarded to the requesting 
subscriber, reading on the claimed "user terminal enabled to request and 
automatically receive the determined position of the specialized terminal" 
(column 2, lines 2-9). 

Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to use a mobile unit, such as a cellular 
phone, reading on the claimed "user terminal," since it would be associated with 
a phone number, reading on the claimed "device identification number," as taught 
by Singer et al. in the system and method of Shoji et al. in order to successfully 
request and receive location information from the mobile terminal, reading on the 
claimed "specialized mobile terminal." 
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Consider claim 9, Shoji et al. clearly show and disclose the claimed 
invention as applied to claim 8 above. 

Shoji et al., however, does not specifically disclose a system that 
comprises a user terminal which activates the mobile terminal reading on the 
claimed "specialized mobile terminal" and that a device identification number is 
associated to the user terminal. 

In the same field of endeavor, Singer et al. clearly show and disclose a 
system which comprises a subscriber that may be operating a mobile unit, 
reading on the claimed "user terminal," which may be a cellular telephone. If the 
mobile unit, reading on the claimed "user terminal," is a cellular phone, then there 
may be a phone number associated with it, reading on the claimed "device 
identification number associated to the user terminal" (column 4, lines 36-40). 
Once activated, the PLU, reading on the claimed "specialized mobile terminal," 
transmits a location signal, which is received by one or more network service 
nodes which then forward the information along with identifying node information 
to a network location processor, and the determined location is forwarded to the 
requesting subscriber, reading on the claimed "user terminal enabled to request 
and automatically receive the determined position of the specialized terminal" 
(column 2, lines 2-9). 

Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to use a mobile unit, such as a cellular 
phone, reading on the claimed "user terminal," since it would be associated with 
a phone number, reading on the claimed "device identification number," as taught 
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by Singer et al. in the system of Shoji et al. in order to successfully request and 
receive location information from the mobile terminal, reading on the claimed 
"specialized mobile terminal." 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shoji et al. (U.S. Patent # 6,134,448) in view of Hoff (WO Patent # 96/26614). 

Consider claim 4, Shoji et al. clearly show and disclose the claimed 
invention as applied to claim 1 above. 

Shoji et al., however, does not specifically disclose that the mobile 
terminal, reading on the claimed "specialized mobile terminal," has an activation 
element. 

In the same field of endeavor, Hoff clearly shows and discloses a device 
for locating an object within the service area of a cellular communications 
network, reading on the claimed "specialized mobile terminal suitable for being 
used in a mobile telecommunications network" (page 4, lines 5-8). The device, 
reading on the claimed "specialized mobile terminal," is characterized by an 
activating means for activating the transmitting means in response to an 
activation signal. The activation means may further include a "panic" switch 305 
on the device and may be arranged to provide the activation signal in response 
to actuation of the switch reading on the claimed "activation element associated 
to the specialized mobile terminal and capable of activating said control 
commands" (page 4, lines 16-18, page 7, lines 27-30). 

Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to include a "panic switch", reading on the 
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claimed "activation element," on the device, reading on the claimed "specialized 
mobile terminal," as taught by Hoff, in the system and method of Shoji et al., in 
order to allow the position managing station to originate a call to the mobile 
terminal, reading on the claimed "permitting network to recognize and call the 
specialized terminal" (column 3, lines 33-35). 

Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shoji et al. (U.S. Patent # 6,134,448) in view of Hoff (WO Patent # 96/26614), 
as applied to claim 4 above, and in further view of Hoisko (EP 1,148,754 A2). 

Consider claim 5, the combination of Shoji et al. and Hoff as discussed in 
claim 4 above shows the limitations claimed, except they do not specifically 
disclose that the mobile terminal or device, reading on the claimed "specialized 
mobile terminal" has an displaying element that is capable of displaying its 
position. 

In the same field of endeavor, Hoisko discloses a method of operating a 
mobile station, reading on the claimed "specialized mobile terminal," such as a 
cellular telephone or a wireless terminal, that includes a location determination 
function and a user message function (abstract and column 1 , lines 5-8 and 14- 
17). In one embodiment of the invention, both mobile stations transmit their 
location information to the network operator, who in turn provides instructions in a 
return message to one or both mobile stations, reading on the claimed 
"specialized terminal characterized by a displaying element associated to the 
specialized terminal and capable of displaying the position of the specialized 
terminal identified by said network" (figure 1 and column 8, lines 5-14). 
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Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to embody the invention as a cellular 
telephone as taught by Hoisko, in the system and method of Shoji et al. and Hoff, 
in order to display the location information of the mobile terminal on its screen. 



Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant s disclosure. Filizola et al (U.S. Pub # 2004/0058691 A1) discloses a 
system and method for identifying the position of cellular telephones, reading on 
the claimed "specialized mobile terminals." The location system includes a 
cellular telephone that comprises a radio frequency circuit and a control circuit 25 
connected to the RF circuit 22 and capable of controlling the activities of the 
cellular telephone 12 on the basis of programs stored in the control circuit, 
reading on the claimed "specialized mobile terminal comprising: an RF circuit and 
a control circuit associated to the RF circuit and able of controlling the functions 
of the RF circuit." 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Jaime M. Holliday whose telephone number 
is (571) 272-8618. The examiner can normally be reached on Monday through 
Friday 7:30am to 4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Marsha Banks-Harold can be reached on (571) 272-7905. 
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The fax phone number for the organization where this application or proceeding 
is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 



